AMENDMENT UNDER 37 C.F.R. § 1.1 16 
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REMARKS 



Claims 1-12, 16-20, 22-25, 28-31 and 34-37 are pending in the application. Claims 21, 
26, 27, 32 and 33 are canceled via the present Amendment. 

Claim 16 is rejected under 35 U.S.C. § 102(b) as being anticipated by Takemura et al. 
(U.S. Patent No. 5,733,977 [hereinafter "Takemura"]). 

To reduce issues and expedite prosecution. Applicant incorporates the features of claim 
27 into claim 16. Sullivan does not disclose the features of claim 16. 

The grounds of rejection contend that Takemura discloses a golf ball having at least two 
pieces (citing col.4, lines 50-58 of Takemura) comprising: a core (1) portion formed of a 
composition based on at least one of primary resins selected from one group consisting of an 
ethylene ionomer resin, polyester elastomer, polyurethane elastomer, polyolefm elastomer, 
polyamide elastomer, polyolefm resin, and styrene block copolymer (citing to col. 3, lines 18-24 
of Takemura). 

However, it is respectfully submitted that the Examiner's statement is incorrect because 

the description in col. 3, lines 18-24 of Takemura discloses that: 

"The diene rubber used in the present Invention includes butadiene rubber 
(BR), stvrene-butadiene rubber (SBR) . acrylonitrile-butadiene rubber (NBR), 
ethylene-propylene-diene rubber (EPDM), natural rubber (NR), a mixture thereof 
and the like. It is preferred that the butadiene rubber is a high-cis butadiene rubber 
having a cis content of not less than 60%, particularly not less than 80%, is 
preferred." (Emphasis added.) 

Styrene-butadiene rubber (the underlined compound) is quite different from the claimed 
styrene block copolymer. Generally, while "styrene block copolymer" is a generic term for a 
styrene elastomer, such as SBC, SIS, SEBS and SEPS. On the other hand, styrene-butadiene 
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rubber is a random copolymer which is often used in tires. Please refer to attached Appendix 
entitled "Elastomer," which describes differences between a styrene block copolymer and a 
styrene-butadiene rubber, as shown in at least the translated portions on pages 4, 7, 9 and 10, 
Specifically, styrene block copolymer is a copolymer having polystyrene as a hard segment and 
polybutadiene as a soft segment (for instance), which belongs to the thermoplastic elastomer 
family and provides a new type of rubber. On the other hand, styrene-butadiene rubber has 
double bonds in a molecular chain which are crosslinked and cured by sulfiir. Thus, a styrene 
block copolymer differs fi-om styrene-butadiene rubber in form and structure. The differences 
therebetween are further evidenced by the comparison between the crosslinked and non- 
crosslinked features of the respective materials (see page 7, Table 3.2 of the Appendix). 

Moreover, the silicone rubber powder, silicone resin powder, and composite powder 
thereof, as recited in amended claim 16, have a particle size of 0.5 to 15 jim, which is neither 
taught nor suggested by Takemura. Takemura is silent in regard to such fine particles and 
would, therefore, not have motivated one to derive the claimed particle size, in combination with 
the other claimed features. 

Accordingly, Takemura does not disclose, teach or suggest the features of amended claim 
16, such that the rejection thereof should be withdrawn. 
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Claims 1-2, 5-7, 9-12 and 17-20 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Sullivan (U.S. Patent No. 6,270,429). 

To reduce issues and expedite prosecution, Applicant incorporates the features of claim 
21 into claim 1, and the features of claim 33 into claim 17. Sullivan does not disclose the 
features of amended claims 1 and 17. 

Sullivan discloses foam granules having a mean diameter from 0.001 inches to about 
0.200 inches (see column 5, lines 26-27 of Sullivan), that is, 25.4 to 5080 (^m). The diameter of 
the foam granules in Sullivan is much larger than the claimed particle size of 0.5 to 15 ^m. The 
claimed golf ball is therefore superior to Sullivan in compatibility and dispersibility based, in 
part, on the claimed particle size that is much smaller than that of Sullivan. Moreover, the 
foamed granules in Sullivan utilize either an open cell foam structure, a closed cell foam 
structure, or a hybrid structure thereof However, as one skilled in the art would appreciate, the 
claimed silicone rubber powder does not have such a cell foam structure and is different from 
Sullivan. 

The improved compatibility and dispersability of silicone powder bring about beneficial 
effects of the claimed golf ball, such as improved flight performance, durability against 
consecutive, strikes and a soft feel when hit. That is, the claimed particle size is important for 
achieving the inventive object and exhibiting the inventive effects. Therefore, even if one had 
the capability to reduce a particle size of silicone powder to 0.5 to 15 ^im, one would not have 
been motivated to do so without having knowledge of the Applicant's inventive contribution and 
discovery of the beneficial effects provided by the claimed sized. Without knowledge of 
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Applicant's present application, one skilled in the art would not understand the degree or amount 
of the inventive effects influenced by the powder size selection nor the beneficial effects 
obtained by the claimed features. 

As a result, significant patentable distinctions exist between claims 1 and 17, and 
Sullivan, such that the rejection under 35 U.S.C. § 102(b) should be withdrawn. The rejection of 
dependent claims 2, 5-7, 9-12 and 18-20 should likewise be withdrawn at least due to these 
claims depending fi'om claims 1 and 17. 

Claims 3, 4 and 8 are rejected under 35 U.S.C. §103(a) as being unpatentable over 
Sullivan in view of Ueshima et al. (U.S. Patent 5,502,095 [hereinafter "Ueshima"]). 

Sullivan and Ueshima do not teach or suggest the claimed features. The patentable 
differences between Sullivan and claim 1 have been discussed above. Ueshima does not 
supplement the deficient teachings of Sullivan to render obvious claim 1 . Applicants also submit 
that obviousness cannot be established by simply combining the references, absent some 
suggestion or teaching within the references supporting the combination. Carella v. Starlight 
Archery, 804 F.2d 135, 231 USPQ 644 (Fed. Cir. 1986). In the present case, the requisite 
teaching to motivate one to combine the references is missing. 

Moreover, even if Sullivan were combined with Ueshima, the claimed features would not 
be taught or suggested because Sullivan teaches away fi-om the claimed invention, as described 
above. Claims 3, 4 and 8 are, thus, patentable at least due to their respective dependencies on 
claim 1 , such that the rejection should be withdrawn. 
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Claims 9 and 26-31 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Takemura. Applicant respectfully submits that claims 9 and 28-31- are patentable over 
Takemura at least due to their respective dependencies on claims 1 and 16. As noted above, 
Takemura does not disclose the features of claim 16, nor does it disclose the features of claim 1 
for similar reasons. Further, the additional application of Takemura under 35 U.S.C. § 103(a) 
does not make obvious the features of claims 1 and 16. 

Claims 21-25 and 32-37 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Sullivan. Applicant respectfully submits that claims 21-25 and 34-37- are patentable over 
Sullivan at least due to their respective dependencies on claims 1 and 17. As noted above, 
Sullivan does not disclose the features of claims 1 and 17. Further, the additional application of 
Sullivan under 35 U.S.C. § 103(a) does not make obvious the features of claims 1 and 17. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 



- Claims 26 and 27 have been canceled. 

- Claims 32 and 33 have been canceled. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFHCE 

23373 

CUSTOMER NUMBER 



DSiiel V. Williams 
Registration No. 45,221 



Date: October 13, 2005 
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